Our Ref. No.: 82225.P0189R 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application for: 

M. Powell et al. 

Serial No.: 08/887,680 

Filed: July 3, 1997 

For: METHOD AND APPARATUS FOR 
EXTENDING COMPUTER 
ARCHITECTURE FROM 32 TO 64 BITS 





RENEWED PETITION IN VIEW OF DECISION REFUSING 
STATUS UNDER 37 CFR 1.47(a) 



Assistant Commissioner for Patents 
Box DAC 

Washington, D.C. 20231 
Sir: 



This renewed Petition is filed in response to a Decision mailed July 2, 1999. In 
the Decision, it is noted that the Petition previously submitted does not clearly 
establish that the non-signing inventors have refused to sign the Declaration. 
However, as noted in the prior petition, co-inventors Powell, Cmelik, Ditzel and 
Kelly were mailed copies of the application under a letter requesting that they 
execute a provided Declaration. In the prior petition, reference was made to copies 
of the letters being attached as Exhibit 1, but the Office noted that such copies were 
not found in the Patent and Trademark Office file. In this connection, attached as 
Exhibit 1 hereto are copies of letters dated October 21, 1997 to co-inventors Powell, 
Cmelik, Ditzel and Kelly referencing enclosures of U.S. Patent No. 5,430,864, new 
Claims 17-38, and Declaration and Power of Attorney for reissue application. The 
undersigned sent such letters to the last known addresses of each co-inventor. As of 
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• 



the date last written below, co-inventors Powell, Cmelik, Ditzel and Kelly have not 
returned the Declaration, or otherwise contacted the undersigned regarding the 
October 21, 1997 letter. 

Submitted herewith is a combined Declaration and Power of Attorney signed 
by Shing Kong, one of the co-inventors who signed the original Declaration. In the 
present Declaration, it is clarified that Mr. Kong is signing on behalf of all of the 
inventors pursuant to 37 CFR 1.63. 

It is submitted that the foregoing is responsive to item (1) clearly establishes 
that the non-signing inventors have refused to sign the Declaration as the non- 
signing inventors were presented with a copy of the application papers, and were 
requested to sign a Declaration, and did not respond to the request. Further, as to 
item (2) it is submitted that the Declaration presented herewith is in compliance 
with 37 CFR 1.63 and 1.64 in satisfaction of 37 CFR 1.47(a) and 35 USC 116, second 
paragraph. 

It is noted that the petition fee was previously charged to deposit account 02- 
2666. In the event any additional petition is required, please charge deposit account 



02-2666. 



Respectfully submitted, 




BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN 



Date July 30, 1999 



Eric S. Hyman 
Reg. No. 30,139 



12400 Wilshire Boulevard 
Seventh Floor 

Los Angeles, California 90025 
(310) 207-380 




I hereby certify that this correspondence is being deposited with the United States 
Pdstal Service a&ftrst class mail in an envelope addressed to: 
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October 21, 1997 

David Ditzel 

4010 Page Mill Road 

Los Altcs Hills, CA 94022 



Re: United aces Patent for 

METHOD AND APPARATUS FOR EXTENDING COMPUTER 
ARCHITECTURE FROM 32 TO 64 BITS 



Dear Mr . Ditzel ; 

This is with reference to the above -identified U.S. patent of 
which you are one of the co- inventors along with Michael Powell, 
Robert Cmelik, Edmund Kelly and Shing Kong. This letter is also 
being sent to the other co- inventors . 

The patent (copy enclosed), which issued in 1994, was based 
on an application originally filed in December 1990. The patent 
issued with 17 claims which include as a claim element a 
limitation which provides that a transfer of data values takes 
place if the most significant bit of the stack pointer register 
indicates a first word size. See for example Claim 1 in column 9 
of the patent at line 65. This limitation was added during the 
prosecution of the application by the attorney who was handling 
the prosecution at that time. 

Based upon a recent review of this patent by Steve Chessin, 
who is still with Sun, it was determined that this limitation was 
unnecessarily limiting and did not reflect Sun's implementation of 
the system which, with respect to this claim element, utilizes the 
least significant bit instead of the most significant bit of the 
stack pointer register. Additionally, as a result of this 
implementation, there is no need to set a width indication bit as 
also indicated in Claim 1. 
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For this reason, we are attempting to add to the patent, a 
new set of Claims, 17-23, a copy of which is also enclosed. 

In order to enable us to have these amendments considered by 
the Patent and Trademark Cffice, it is necessary for the original 
inventors to execute a Declaration which explains how the errors 
occurred, indicates that the errors arose without any deceptive 
intention, and specifies >.r.er. and how they were discovered and how 
the amendments overcore the errors. 

Accordingly, please review the new Claims 17-38 and the 
enclosed Declaration ar.i, if all is in order, please sign and date 
the Declaration where indicated at page 4. 

If you have any questions at all, please do not hesitate to 
call me at . 31v- 207-3 = 20 or Steve Chessin at Sun Microsystems. 

Very truly yours, 

BLAKELY. SOKOLOFF, TAYLOR & ZAFMAN 




Eric S.(^yman 



ESH/lss 



enclosures: 1} U.S. Facer.t Nc. 5,430,864 



2 \ 



Nev: Claims I~-3 5 



3} Declaration and Power of Attorney for Reissue Application 

cc: Matt Ramey, Esq. ( w/enciosures 2 U 3 ) 
Steve Chessin (w/enclcsures 2 & 3 ) 
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October 21, 1997 

Edmund Kelly 

5277 Rio Grande Drive 

San Jose, CA 95136 



Re: United States Patent for 

MBTHOD AND APPARATUS FOR EXTENDING COMPUTER 
ARCHITECTURE FROM 32 TO 64 BITS 

Our File No, ; 92225.P0189R 



Dear Mr. Kelly: 

This is with reference to the above -identified U.S. patent of 
which you are one of the co- inventors along with Michael Powell 
Robert Cmelik. David Ditzel and Shing Kong. This letter is also 
being sent to the other co- inventors. 

The patent (copy enclosed), which issued in 1994, was based 
on an application originally filed in December 1990/ The patent 
issued with 17 claims which include as a claim element a 
limitation which provides that a transfer of data values takes 
place if the most significant bit of the stack pointer register 
indicates a first word size. See for example Claim 1 in column 9 
of the patent at line 65. This limitation was added during the 
prosecution of the application by the attorney who was handling 
the prosecution at that time. 

Based upon a recent review of this patent by Steve Chessin, 
who is still with Sun. it was determined that this limitation was 
unnecessarily limiting and did not reflect Sun's implementation of 
the system which, with respect to this claim element, utilizes the 
least significant bit instead of the most significant bit of the 
stack pointer register. Additionally, as a result of this 
implementation, there is no need to set a width indication bit as 
also indicated in Claim 1. 
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Edmund Kelly 
October 21, 1997 
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For this reason, we are attempting to add to the patent, a 
new set of Claims, 17-38, a copy of which is also enclosed. 

In order to enable us to have these amendments considered by 
the Patent and Trademark Office, it is necessary for the original 
inventors to execute a Declaration which explains how the errors 
occurred, indicates that the errors arose without any deceptive 
intention, and specifies when and how they were discovered and how 
the amendments overcome the errors. 

Accordingly, please review the new Claims 17*38 and the 
enclosed Declaration and, if all is in order, please sign and date 
che Declaration where indicated at page 4. 

If you have any questions at all, please do not hesitate to 
call rr.e at (310) 207-3800 or Steve Chessin at Sun Microsystems. 



Very truly yours, 




:OKOLOFF, TAYLOR & ZAFMAN 



ESH/lss 



enclosures : 1 ) 
2) 
3) 



U.S. Patent No. 5,430,864 
New Claims 17-38 

Declaration and Power of Attorney for Reissue Application 



cc: Matt Rainey, Esq. (w/enclosures 2 & 3) 
Steve Chessin (w/enclosures 2 & 3) 
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October 21, 1997 



Robert Cmelik 

1024 Chula Vista Terrace 

Sunnyvale, CA 94086 

Re: United States Patent for 

MBTH0D AND APPARATUS FOR EXTENDING COMPUTER 
ARCHITECTURE FROM 32 TO 64 BITS 

Our File no. ; 82225.PQiaQR 



Dear Mr. Cmelik: 

This is with reference to the above -identified U.S. patent of 
which you are one of the co- inventors along with Michael Powell, 
David Ditzel, Edmund Kelly and Shing Kong. This letter is also 
being sent to the other co- inventors. 

The patent (copy enclosed), which issued in 1994, was based 
on an application originally filed in December 1990. The patent 
issued with 17 claims which include as a claim element a 
limitation which provides that a transfer of data values takes 
place if the most significant bit of the stack pointer register 
indicates a first word size. See for example Claim 1 in column 9 
of the patent at line 65. This limitation was added during the 
prosecution of the application by the attorney who was handling 
the prosecution at that time. 

Based upon a recent review of this patent by Steve Chessin, 
who is still with Sun, it was determined that this limitation was 
unnecessarily limiting and did not reflect Sun's implementation of 
the system which/ with respect to this claim element, utilizes the 
least significant bit instead of the most significant bit of the 
stack pointer register. Additionally, as a result of this 
implementation, there is no need to set a width indication bit as 
also indicated in Claim 1. 
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For this reason, we are attempting to add to the patent, a 
new set of Claims, 17-38, a copy of which is also enclosed. 

In order to enable us to have these amendments considered by 
the Patent and Trademark Office, it is necessary for the original 
inventors to execute a Declaration which explains how the errors 
occurred, indicates that the errors arose without any deceptive 
intention, and specifies when and how they were discovered and how 
the amendments overcome the errors. 

Accordingly, please review the new Claims 17-38 and the 
enclosed Declaration and, if all is in order, please sign and date 
the Declaration where indicated at page 4. 

If you have any questions at all, please do not hesitate to 
call me at (310) 207-3800 or Steve Chessin at Sun Microsystems. 



Very truly yours, 




!LY, SOKOLOFF, TAYLOR & ZAFMAN 



ESH/lss 



enclosures: 1) U.S. Patent No. 5,430,864 

2) New Claims 17-38 

3) Declaration and Power of Attorney for Reissue Application 



cc: Matt Rainey, Esq. (w/enclosures 2 & 3) 
Steve Chessin (w/enclosures 2 & 3) 



BLAKELY 
SOKOIOFF 
WLOR& 
ZAFMAN 



a LiMnto LiASiurrr 

#A^T><mtHI^ (NCLUOlNO 
LAW CO«»0«AT10NS 



incluOimo pattnts. 

THAOCMAMK*. CO^rW»OKT3 

* mcuatco LmoAnoN 



t««CO WIL3HMC I 

SCVtNTM flOO* 
U» AMOCLC& CAJjrQMA 
•OOt» >0*« 



FACSIMILE O»0> IIO-3M6 
<3K» S*O»S*70 
HTTP //WWW BSTZ COM 

email asn _MAJL^esu com 



AC T Ai/TtUMO 
••AOCCT J tCMCZNAK 
MlCHACL & IC'MAOlCOU 

ftOOC* w SlakClt j« • 

C0«1 M tOATHtOKT 
0AV10 ft HAlVOfttOM 
OCO«0t * MOCVfft H 
CftlC S MVMAM 
MICMACL J MALL* 
OCHNlt 0 MAftTm 
JAMCS H *ALTtft 
JAMC$ C SCMClLCft. J« 
MAJIlA C S0«ft1*0 

STAMtrr w SOftOcorv* 

CO WIN M TAYIOA* 

tcrrtft j vt*ccw*r 
•Cm j vo»*S 



FAAIAO C AMIMI 

w txomaS *A8«rrr 
jO«DAM m ICCRCft 
GMCOOffT O CALOWtLL 
*l*T m C**tM 
LAWUCMCC M CMO 
THOMAS m cotmn 
holamo • comu 

ftAftftAftA • COUftTMCV 
WILUAM 0 OAVtS 



• * 0C*ANCT1» 
JC VOft 
TAftCK M rAMMI 
JAMCS T OO 
9MAKMINI N 0*CC* 
ftlCMAAO L OftCOOftT. J* 
04MU OftUIA 
MICMACL W MICKS 
CMtC NO 

WILlMOftt f HOLt«0W IM 
OAO M JOMANSCN 
TIM L RfTCHCM 
ANOftC L MAftAlS 
OAftftCH J M1LUKCM 
TMiNM V MOV/YCN 
ftiMSCftlPr 0 NOSLCS 

M JOAN OML 
MICMACL A PKOKSCh*' 
SASAA ACOJAIAM 
WILUAM W SCHAAL 
AHA NO SCTMUftAMAN 
CMAftLXS C SHCMWCCL 
ALLAN T SPONSCLLCR 
STXVtN II S^ONSCLLCft 

ocormrr t stanifo^o 

JU0(TM A S2CPC9I 
SUM MY TAMAOKI 
OCOAOC O C TSCMO 
JOMM P. WAftO 



OTHCft Orrtcci 

SUMMYVAVC. CALIFORNIA 
TfLC^HONt <40«» 7fO SS9« 
COSTA NCSA. CA(jrO«MlA 
TCLS^MOMC (7141 SS7 >«oo 

LA*£ OSwtOO 0*tOOw 

tclc^homc <»o3> M^eeoo 



STC^HCM D 0«O9S «t»3 <99 3 
or council 
STC^HCN L KINO 
ftOMALO W UfAOlN 
MOMMAM ZATMAM* 



October 21, 1997 



Michael Powell 
2305 Emerson Street 
Palo Alto, CA 94301 



Re: United States Patent for 

METHOD AND APPARATUS FOR EXTENDING COMPUTER 
ARCHITECTURE FROM 32 TO 64 BITS 

Our File No. : 82225. P0189R 



Dear Mr. Powell: 

This is with reference to the above -identified U.S. patent of 
which you are one of the co- inventors along with Robert Cmelik, 
David Ditzel, Edmund Kelly and Shing Kong. This letter is also 
being sent to the other co- inventors . 

The patent (copy enclosed), which issued in 1994, was based 
on an application originally filed in December 1990. The patent 
issued with 17 claims which include as a claim element a 
limitation which provides that a transfer of data values takes 
place if the most significant bit of the stack pointer register 
indicates a first word size. See for example Claim 1 in column 9 
of the patent at line 65. This limitation was added during the 
prosecution of the application by the attorney who was handling 
the prosecution at that time. 

Based upon a recent review of this patent by Steve Chess in, 
who is still with Sun, it was determined that this limitation was 
unnecessarily limiting and did not reflect Sun's implementation of 
the system which, with respect to this claim element, utilizes the 
least significant bit instead of the most significant bit of the 
stack pointer register. Additionally, as a result of this 
impl mentation, there is no n ed to set a width indication bit as 
also indicated in Claim 1. 
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LAW COA^OAATIOMS 



For this reason, we are attempting to add to the patent, a 
new set of Claims, 17-38, a copy of which is also enclosed. 

In order to enable us to have these amendments considered by 
the Patent and Trademark Office, it is necessary for the original 
inventors to execute a Declaration which explains how the errors 
occurred, indicates that the errors arose without any deceptive 
intention, and specifies when and how they were discovered and how 
the amendments overcome the errors. 

Accordingly, please review the new Claims 17-38 and the 
enclosed Declaration and, if all is in order, please sign and date 
the Declaration where indicated at page 4. 

If you have any questions at all, please do not hesitate to 
call me at (310) 207-3800 or Steve Chessin at Sun Microsystems. 



Very truly yours, 




10KOLOFF, TAYLOR & ZAFMAN 



ESH/lss 



enclosures: 1) U.S. Patent No. 5,430,864 

2) New Claims 17-38 

3) Declaration and Power of Attorney for Reissue Application 



cc: Matt Rainey, Esq. (w/enclosures 2 fit 3) 
Steve Chessin (w/enclosures 2 & 3) 



